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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 1 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1. 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1. 1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 4/7/2005 has been entered. 

The applicant's response filed 4/7/2005 to the office action has been entered. Claims 1- 
150 are pending and claims 44-47, 55-58, 62-65, 120-123, and 139-150 are examined. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 44-47, 139-140, 147, and 150 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. There is no description what is the DNA sequence coding for CD 151 
protein or a protein, which has the same function as CD151. Therefore, the claim(s) contains 
subject matter, which was not described in the specification in such a way as to reasonably 
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convey to one skilled in the relevant art that the inventors), at the time the application was filed, 
had possession of the claimed invention. 

4. Claims 55-58, 62-65, 120-123, 139-146, 148-149 are rejected under 35 U.S.C. 1 12, first 
paragraph, as containing subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

The specification discloses SEQ ID NO: 14 which represents the first complete genomic 
sequence of porcine CD 151 and which is non-simian CD 151 (See the specification, pg. 9, lines 
15-20). Claims 55-58, 62-65, 120-123, 139-146 and 148-149 are directed to encompass 
sequences, which correspond from other species, mutated sequences, and allelic variants, splice 
variants, sequences that have a recited degree of identity (similarity, homology), and so forth. 
None of these sequences meet the written description provision of 35 USC 1 12, first paragraph. 
The specification provides insufficient written description to support the genus encompassed by 
the claim. 

Vas-Cath Inc. v. Mahurkar . 19 USPQ2d 1111, makes clear that ''applicant must convey 
with reasonable clarity to those skilled in the art that, as of the filing date sought, he or she was 
in possession of the invention. The invention is, for purposes of the Nvritten description' inquiry, 
whatever is now claimed." (See page 1 1 17.) The specification does not "clearly allow persons 
of ordinary skill in the art to recognize that [he or she] invented what is claimed." (See Vas-Cath 
at page 1116.) 

Therefore, only SEQ ID NO: 14, but not the full breadth of the claim (or none of the 
sequences encompassed by the claim) meets the written description provision of 35 USC 112, 
first paragraph. The species specifically disclosed are not representative of the genus because 
the genus is highly variant. Applicant is reminded that Vas-Cath makes clear that the written 
description provision of 35 USC 1 12 is severable from its enablement provision. (See page 
1115.) 
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The response filed April 7, 2005 argues that the application clearly defines the protein 
that being encoded by any DNA sequence, claims have been amended to add the functional 
limitations and those of skill in the art can modify a single amino acid or nucleotide to create a 
protein that retains all of the functions of CD 151 protein. However, although the claims have 
been amended to add the functional limitations, there are no teachings that how the functions are 
correlated with the DNA sequence coding the protein. Moreover, there are no teachings that the 
specification teaches each mutant of SEQ ID NO: 14, which correlates to the functions. 
Therefore, the rejection is maintained. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

6. Claims 44-47, 120-123, 139-140, 145-150 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

a. Claims 44-47, 120-123, 139-140 and 145-150 are vague and indefinite because of 
the phrase "the same function as CD151" in claims 44, 46-47, 120, 144, 147-150. It is 
unclear what is the function, which is the same function as CD 151. Clarification is 
required. 

Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 44-47 are rejected under 35 U.S.C. 102(e) as being anticipated by Testa et al. (US 
6,245,898, issued Jun 23, 2001). 

Testa et al. disclose that PET A/CD 151 is expressed by the COS cells (See column 17, 
lines 30-36). The host cells are transformed with the expression vector (See column 9, lines 27- 
35). The target antigen of mAb 50-6 is identical to a protein known as PETA-3/CD151 (See 
column 7, lines 6-11). Thus, the teachings of Testa et al. anticipate the limitations of claims. 

9. The Declaration of Dr. Wyatt filed April 7, 2005 states that the term "CD15 1" is well 
known by those of skill in the art, the definition is accurate in that CD 151 is a transmembrane 
glycoprotein belonging to the tetraspanin or transmembrane 4 super family of cellular proteins 
and CD151 is very specific term However, as disclosed by Testa et al. (US 6,245,898, issued 
Jun 23, 2001) the antigen of mAb 50-6 is identical to a protein known as PETA-3/CD151 (See 
column 8, lines 6-11). Thus, without the nucleic acid sequence or amino acid sequence coding 
CD 151, it is not clearly what is encompassed by the term "CD 151". Therefore, the Declaration 
of Dr. Wyatt cannot overcome the rejections. 

10. The reference of Fitter et al. (biochimica et Biophysica Acta, 1998, Vol. 1398, pg. 75-85) 
is made of record as reference of interest because the reference discloses the characterization of 
the mouse homologue of CD 151. 

Summary 

11. No claims are allowable. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joyce Tung whose telephone number is 703 (305) 7112. The 
examiner can normally be reached on Monday - Friday, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 703 308 1119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





